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REMARKS 

Claims 1-3,5, 8-10, 12-17 and 19-34 are now in the application. Claim 1 has been 
amended to recite "not more than 1 ,3" in place of * less than 1 .8". Support for this amendment 
can be found on page 8, line 33 of the specification. The amendment to claim 1 does not 
introduce any new matter. 

Claims 1-3, 5, 13-20, 22, 23 and 34 were rejected under 35 USC 102(b) as being 
anticipated by or, in the alternative, as being obvious over US Patent 5,604,268 to Randen et al. 
(hereinafter also referred to as "Randen"). Randen does not anticipate and does not render 
obvious claims 1-3, 5, 13-20, 22, 23 and 34. 

Claim 1, as amended, now recites a vinyl polymer having a ratio Mw/Mn of not more 
than L3 . However, by using the chain transfer agent disclosed by Randen, it is not possible to 
prepare a vinyl polymer having a ratio Mw/Mn of not more than 1.3 . 

This is evidenced by Matyjaszewski et al. HANDBOOK OF RADICAL 
POLYMERIZATION, Wiley-Interscience, 2002, pages 370-373 (copy attached). On page 373, 
lines 3-10 of the attached document, it is described that for conventional radical polymerization 
including transfer agent method, the lowest polydispersity is Mw/Mn « 1 ,5. This description 
supports the disclosure of US 4 ? 593 3 081 (also referred to on page 7 ? lines 10-11 of the Office 
Action), in which the lowest Mw/Mn value is 1.48 among all of the disclosed values. 

Thus, it is clear that the chain transfer agent cannot give any vinyl polymer having a ratio 
Mw/Mn of not more than 1 ,3 

On page 7 of the Office Action, the Examiner states that only in specific examples the 
use of a chain transfer agent is disclosed, wherein the general teaching does not make the 
selection of a chain transfer agent mandatory. However, the polymerization suggested in Randen 
is only the chain transfer agent method, which cannot give any vinyl polymer having a ratio 
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Mw/Mn of not more than 13. Moreover, no other polymerization method is disclosed by 
Randen. 

Hence, one can reasonably conclude that Randen fails to disclose any vinyl polymer 
having a ratio Mw/Mn of not more than 1.3. Also, see page 10, lines 15-23 of the instant 
specification* 

Further, in view of the fact that the chain transfer agent method suggested in Randen 
cannot give a vinyl polymer having a ratio Mw/Mn of not more than 1 .3, the claimed polymer is 
not obvious over Randen, 

Therefore, amended claim 1 , and claims dependent therefrom are not anticipated by, and 
are not obvious over Randen, 

Claims 6, 8-10, 21 and 30-34 were rejected under 35 USC 103(a) as being unpatentable 
over US Patent 5,807,938 to Matyaszewski or over Randen in combination with Matyaszewski. 

Matyaszewski alone and Randen in combination with Matyaszewski fail to render 
obvious claims 6, 8-10, 21 and 30-34. The above discussion of Randen is incorporated herein by 
reference* With respect to claim 6, it has been cancelled. As far as Matyaszewski alone is 
concerned, this rejection has been overcome since claim 1 includes recitations from prior claim 
1 8 except it recites "not more than 1.3" instead of "less than 1.8", which was not previou$ly 
rejected over Matyaszewski and also includes recitations that are equivalent to that of claim 4, 
which was not previously rejected over Matyaszewski. 

Moreover, Matyaszewski does not overcome the above-discussed deficiencies of Randen 
with respect to rendering unpatentable the present claims. Matyaszewski fails to even remotely 
suggest a vinyl polymer having a Mw/Mn of not more than 1 ,3. 

Claims 19 and 24-32 were rejected under 35 USC 103(a) as being unpatentable over 
Randen or Matyaszewski in view of US Patent 5,381,735 to Fifield. 
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The above references fejl to render unpatentable claims 19 and 24*32. The above 
discussions of Randen and Matyaszewski are incorporated herein by reference, Fifield fails to 
overcome the above-discussed deficiencies of Randen and Matyaszewski with respect to 
rendering unpatentable the present invention, Fifield was merely relied upon for disclosure of 
photopolymerizable compositions containing a photopolymerizable material having ehtylenically 
unsaturated bonds and having olefinic bonds at the termini of the chain which are further 
polymerized by use of actinic radiation. 

The cited references fail to anticipate the present invention. In particular anticipation 
requires the disclosure, in a prior art reference, of each and every recitation as set forth in the 
claims. See Titanium Metals Corp, v. Banner, 227 USPQ 773 (Fed, Cir. 1985), OrthoMnetics, 
Inc. v. Safety Travel Chairs, Inc., 1 USPQ2d 1081 (Fed. Cir. 1986), and Akzo K V. v. U.S. 
International Trade Commissioner, 1 USPQ2d 1241 (Fed Cir* 1986). 

There must be no difference between the claimed invention and reference disclosure for 
an anticipation rejection under 35 USC 102. See Scripps Clinic and Research Foundation v, 
GenetecK Inc., 18 USPQ2d 1001 (CAFC 1991) and Studiengesellschaft Kohle GmbH v. Dart 
Industries, 220 USPQ 841 (CAFC 1984). 

To the extent that the Examiner is relying upon inherency, this is improper* Inherency 
requires that the recited results or structure must necessarily be obtained not merely that it might 
be achieved. See Electro Medical Systems SA. v. Cooper life Sciences, Inc.* 32 USPQ2d 1017 
(Fed. Cir. 1994); In re: Oelrich, 212 USPQ 323 (CCPA 1981) and In re Robertson, 49 USPQ2d 
1949 (Fed. Cir. 1999). 

The mere fact that cited art may be modified in the manner suggested in the office action 
does not make this modification obvious, unless the cited art suggest the desirability of the 
modification. No such suggestion appears in the cited art in this matter. The Examiner's 
attention is kindly directed to In re Lee, 61 USPQ2d 1430 (Fed. Cir. 2002), In re Dembiczak et 
al 9 50 USPQ 2d 1614 (Fed. Cir. 1999), In re Gordon, 221 USPQ 1 125 (Fed. Cir. 1984), In re 
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Laskowski, 10 USPQ2d 1397 (Fed. Cir. 1989) and In re FritcK 23 USPQ2d 1780 (Fed. Cir 
1992), 

In Dembiczak et al» supra, the Court at 1617 stated; "Our case law makes clear that the 
best defense against the subtle but powerful attraction of a hindsight-based obviousness analysis 
is rigorous application of the requirement for a showing of the teaching or motivation to combine 
prior art references. See, e.g., C.R. Bard, Inc. v. M3 Svs„ Inc ,» 157 FJd 1340, 1352, 48 
USPQ2d, 1225, 1232 (Fed. Cir. 1998) (describing teaching or suggestion motivation [to 
combine]' as in 'essential evidentiary component of an obviousness holding'), in re Rouffet, 149 
F.3d 1350, 1359, 47 USPQ2d 1453, 1459 (Fed Cir, 1998) ('the Board must identify 
specifically. . .the reasons one of ordinary skill in the art would have been motivated to select the 
references and combine them');.-"* 

Also, the cited art lacks the necessary direction or incentive to those of ordinary skill in 
the art to render the rejection under 35 USC 103 sustainable. The cited art fails to provide the 
degree of predictability of success of achieving the properties attainable by the present invention 
needed to sustain a rejection under 35 USC 1 03. See Diversitech Corp. V. Century Steps, Inc., 7 
USPQ2d 1315 (Fed. Cir. 1998), In re Merrier* 185 USPQ 774 (CCPA 1975) and In re Naylor, 
152 USPQ 106 (CCPA 1966). 

Moreover, the properties of the subject matter and improvements which are inherent in 
the claimed subject matter and disclosed in the specification are to be considered when 
evaluating the question of obviousness under 35 USC 103. See Gillette Co. v. S.C Johnson <6 
Son, Inc., 16 USPQ2d 1923 (Fed. Cir. 1990), In reAntonie, 195, USPQ 6 (CCPA 1977), In re 
Estes, 164 USPQ 519(CCPA 1970), and In re Papesch, 137 USPQ 43 (CCPA 1963). 

No property can be ignored in determining patentability and comparing the claimed 
invention to the cited art. Along these lines, see In re Papesch supra, In re Burt et al, 148 
USPQ 548 (CCPA 1966), In re Ward, 141 USPQ 227 (CCPA 1964), and In re Cescon, 177 
USPQ 264 (CCPA 1973). 
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In view of the above, consideration and allowance are, therefore, respectfully solicited. 

In the event that the Examiner believes an interview might serve to advance the 
prosecution of this application in any way, the undersigned attorney is available at the telephone 
number noted below. 

The Commissioner is hereby authorized to charge any fees or credit any overpayment 
associated with this communication including any extension fees to Deposit Account 
No. 22-0185, 



Dated: 7«^-^y Respea 




Burton 'A. AmertucE 

Registration No.: 24,852 
CONNOLLY BOVE LODGE & HUTZ LLP 
1990 M Street, N.W„ Suite 800 
Washington, DC 20036-3425 
(202)331-7111 
(202) 293-6229 (Fax) 
Attorney for Applicant 
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